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1. Author’s note 

1.1 I am writing this submission today 30 September 2009, from the island of 
Corfu, which is amongst the Ionian group of islands of Greece. I am here as 
part of a Medico-Legal Conference, in which I debated the UWA v Gray1 case 
with Mr Toni Lucev FM of the Federal Magistrates Court at the West 
Australian Registry of the court.  

1.2 Whilst I do not expect that this will generate much sympathy from any quarter, 
I mention this as I do not have many of the resources normally available to me 
for such a submission. As a consequence, I would like to make the submission 
in its crude form and provide within a few weeks a further version of the 
submission, containing the citations and references which one normally expects 
to make.   

2. Introduction 

2.1 I begin by commending the members of the Advisory Council on Intellectual 
Property (ACIP), for presenting a number of proposals which, in my view, go 
to de-mystifying many of the impressions held regarding patent enforcement. 
In part, this is achieved by recommending processes which bring patents into 
alignment with other forms of intellectual property (IP) enforcement strategies. 
For example, the extension of the jurisdiction of the proposed second tier of 
the Federal Court to include patent matters along with trade mark and design 
matters, as had been proposed by ACIP in relation to the Federal Magistrates 
Court (FMC), when it had considered the question of extending the jurisdiction 
of the FMC to trade mark, design and patent cases.   

2.2 These proposals, whilst respecting the differences associated with patent 
enforcement, recognise the potential for resolving many patent disputes 
through forums and processes, which involve less expense and delay than a full 
patent hearing, where invariably integrity issues are ventilated with infringement 
issues.    

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
1 University of Western Australia (UWA) v Gray (No 20) [2008] FCA 49; University of Western Australia 
(UWA) v Gray [2009] FCAFC 116 (3 September 2009). 
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3. Proposals 

3.1 Overview 

3.1.1 The proposals, I suggest, conveniently may be grouped into four (4) categories: 

3.1.1.1      Proposals 1 Ð 4, dealing with the addition of new methodologies and 
resources to the portfolio of patent enforcement strategies (the Preliminary 
Strategies); 

3.1.1.2      Proposals 5 Ð 8, dealing with the sharing and dissemination of information 
relevant to patent enforcement strategies (the Information Strategies); 

3.1.1.3      Proposals 9 and 10, dealing with the extension of jurisdictions to particular 
judges, the establishment of the Patents Tribunal and extension of seizure 
powers to the Australian Customs Office, with a view to increasing the 
options for patent enforcement (the Jurisdictional Strategies); 

3.1.1.4      Proposal 11, which recommends a watching brief on the effectiveness of 
the pre-grant opposition process (the Opposition Process Issue). 

The Pre l iminary Strateg i es  

3.2 Proposal 1 (the IP Australia Dispute Resolution Centre) 

3.2.1   The introduction of the IP Australia Dispute Resolution Centre has a number       
of distinct advantages, identified in the Interim Report. These include: 

3.2.1.1   The utilisation of an existing body of trained professionals skilled in relation 
to patent law within and outside of IP Australia; 

3.2.1.2   A single starting point with the flexibility to provide various options which are 
neatly laid out for the patent holder (or exclusive licensee), from which 
informed choices might be made; 

3.2.1.3   Those options are quite inexpensive in comparison to commencing and 
maintaining a court action. 

3.3 Proposal 2  (Validity and infringement opinion service) 
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3.3.1 There are some points I would like to make.  

3.3.2 I am sure the first of these, will be addressed as a matter of practicality. The 
Interim Report states: 

IP Australia has access to suitable accommodation both within Canberra and 
in the interstate capitals to facilitate accommodation for mediation and expert 
assessment sessions.2 

 

3.3.3 IP Australia has been in the process, in 2009, of closing its offices in the capital 
cities and establishing the central office in Canberra, with a view to placing 
emphasis on electronic communications with the office. Access to the services 
will not enjoy the full use of IP Australia facilities, as has been experienced in 
the past, where such facilities were used for hearings at the convenience of the 
local parties and their local representatives.  

3.3.4 Of course, facilities might be made available by IP Australia through: 

3.3.4.1       IP AustraliaÕs use of the facilities of other government departments such as: 

3.3.4.1.1 The Australian Government Solicitor; or 

3.3.4.1.2 The Attorney General.  

3.3.4.2       The facilities provided by the experts appointed for the task of mediation                 

                 or the opinion service. 

3.3.5 Of a more complex nature is the second issue, which I note has not been  

referred to in the Interim Report, but which I respectfully submit, should be 

addressed. 

3.3.6 I refer to the interaction between the proposed validity and infringement          
opinion service and the Patents Act 1990 (Cth) s 20. 

3.3.7 As the committee members would be aware, s20 provides: 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
2 The Interim Report at 32. 
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(1)  Nothing done under this Act or the PCT guarantees the granting of a patent, or that a 
patent is valid, in Australia or anywhere else.  

(2)  The Commonwealth, the Commissioner, a Deputy Commissioner, or an employee, is not 
liable because of, or in connection with, doing any act under this Act or the PCT, or any 
proceedings consequent on doing any such act.  

3.3.8 I have noted submissions made to the effect that the examination process itself 
is a reflection of the CommissionerÕs opinion on the validity of the patent.3 
Although not conclusive, the decision to proceed to grant following an 
opposition process further fortifies the initial decision of the examiner to 
accept the application. However, there is in my submission, scope for the 
perception of a ÔconflictÕ within IP Australia. One the one hand, the 
Commissioner has given an opinion as to the validity of the patent in the 
examination process, followed by a further opportunity to give an opinion, 
again on validity as well as on the issue of infringement. 

3.3.9  Given the clear statement that the Commissioner cannot guarantee validity in s 
20(1), the public could be forgiven for questioning a system where  the 
Commissioner does not guarantee the validity of the patent, after having had 
two opportunities to consider its validity. The comment becomes more 
pertinent, in relation to the immunity of the officers who give the opinions, 
such immunity presumably extended for the purposes of s 20(2) to include 
opinions on infringement. 

3.3.10 Although I, as a practitioner, understand the logistical necessity for the 
Commissioner to make clear that there is no warranty as to the validity of 
patents, I am convinced that a great number of Small to Medium Enterprises 
(SMEs) do not. In this regard, I can say that it has been my experience with 
trade mark, design and patent stakeholders, that the IP rights are in many cases 
understood to represent some form of indefeasible title. 

3.3.11 The statement is often noted in patent discussion, that the patent is only as 
good as its first successful defence on validity. My experience, with SME patent 
owners, particularly where the inventor/s has a direct interest or role in the 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
3 Ipernica, IPTA and FICPI: the Interim Report at 33. 
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commercialization vehicle, is that many of these owners consider the patent 
grant provides a level of security simply because it has passed through the 
hands of the professional scrutinisers, IP Australia and been accepted. 

3.3.12 Further, I do not consider that disclaimer contained in s 20 is understood fully 
by grantees, but rather has taken on a ÔloopholeÕ or escape door for IP 
Australia. In this regard, the proposed education or rather re-education of SME 
patent holders will be critical. Unfortunately, advertising in the past by IP 
Australia, in promoting patent rights by likening them to real estate ownership, 
have in my view added to this misconception of the ÔpatentÕs indefeasibility Õ, 
particularly amongst SMEs. 

3.3.13 Although this has been my experience, this might not understandably be the 
experience of others. However, to re-iterate my point, a subsequent opinion by 
IP Australia has the potential to create and/or exacerbate a perception by 
patent grantees surrounding the validity of the patent, which increases the 
tension in terms of the reliance upon s 20 of the Patents Act.  

3.3.14  It should be finally noted that the UK system, does have a s 20(1) equivalent.4  

3.4 Proposal 3  (Alternative dispute resolution (ADR)) 

3.4.1 I support the principle of each of the three complimentary approaches 
contained in the proposal. 

3.4.2 As a general principle, having a greater number of options prior to the 
commencement of proceedings, can only be beneficial to the system as a 
whole. For example, in many cases the recipient of a Ôcease and desistÕ letter 
will sign the appropriate undertakings and the need to institute an action 
avoided. At the next level, in cases where the letter is ignored, I have 
recommended that matters be commenced in the Federal Magistrates Court, 
utilising where necessary, the associated jurisdiction provision, with the result 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
4 The Patents Act 1977 (UK) s 116 does provide in similar terms to s 20 of the Patents Act, an 
immunity for its employees and also does not give a warranty as to the validity of the patent. 
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that settlement terms are handed up on, or shortly after, the first directions 
date. 5 The next level of course involves the litigated matter. 

3.4.3 As a general observation, I have noted parties are less likely to settle at the early 
stages of a dispute, particularly where there are balanced arguments for and 
against validity and infringement. 

3.4.4 That being said, there is rarely an early opportunity, under the supervision of a 
mediator or case appraiser, for the parties to pause and consider the step of 
resolution of differences. Litigation is often a distraction to businesses, not only 
in terms of cash flow but in the availability of the key witnesses in the business. 
These demands usually occur when they are required to apply themselves to the 
business. The proposal addresses this difficulty. 

3.4.5 In practical terms also, mediation by consent or as recommended by the court, 
does not take place at an early stage during the court action. In most cases: 

3.4.5.1    the pleadings have been completed; 

3.4.5.2    some interlocutory activity has taken place, perhaps a security for costs or an    
              application to challenge to the integrity of the statement of claim; 
 
3.4.5.3    witness statements (particularly experts), are in. 
              
3.4.6 In cases where a party seeks to make its case from documents, there is usually a 

preference to wait until discovery has been made and in some cases where it is 
felt proper discovery has not been made, to wait until the results of any order 
emanating from an application for particular discovery. 

3.4.7 The purpose is ultimately the same; the parties would prefer to go into 
mediation, with the strength of arguments fortified by the pleadings, 
documents and/or admissions obtained in any interlocutory processes.  

3.4.8 Although dispute resolution methods are usually introduced at a more mature 
stage of the proceeding by the parties or under case management, the ability to 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
5 Federal Magistrates Act 1999 s 18; the IP matters, mostly in the trade marks field, usually involved 
misleading and deceptive conduct and the courtÕs limited jurisdiction in TPA issues, provides the 
basis for action.  
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consider the risks, costs and timing issues at an early stage and a relatively a 
much lower cost, commends its support. 

3.4.9 Similarly, a benefit of an appraisal or assessment by an experienced person in 
the area, is that it might identify risks at an early stage, unforeseen by either 
party and can act as a sounding board for  certain arguments. 

3.5 Proposal  4  (The Patent Tribunal) 

3.5.1 The concept of a dedicated patent court has been something I have considered 
to have substantial benefits for some time. I envisaged a judge or judges, with 
requisite technical backgrounds as having a greater ability to understand in a 
shorter time, the technical aspects of the invention involved. I question the 
throughput of work for such a court, however the main reason for my support 
has been that after the dismal results during the 1990s of patentees failing to 
successfully resist challenges to their patentÕs validity or successfully so 
resisting, but failing on infringement,  I considered that one of the problems 
might be that the same court, the Federal Court, may have had a philosophical 
difficulty dealing with both anti-monopoly legislation such as the Trade Practices 
Act 1974 (Cth) (TPA) and the statutory ÔmonopoliesÕ created by the IP 
statutes6.  

3.5.2 There were a number of explanations given for the poor results for patentees in 
the 1990Õs, including the explanation by the now retired judge, the Honourable 
Mr Justice Drummond,7 that the court was merely eliminating ÔweakÕ patents 
which were granted that status by a department not equipped in numbers to 
provide a high scrutiny process. 

3.5.3 In the light of several consultation papers issued by IP Australia this year 
(Toward a stronger and more efficient IP rights system), this may be academic as the 
recent proposals aim at raising the standard for patentability, in line with other 
convention countries, thereby strengthening patents. 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
6 See for example exclusive rights as outlined in s13 Patents Act 1990 (Cth), s31 Copyright Act 1968 
(Cth), s20 Trade Marks Act 1995 (Cth) 

7 Are the Courts Down Under Properly Handling Patent Disputes . delivered to the 14th IPSANZ 
Conference in July 2000.  
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3.5.4 Whilst I am in favour of a dedicated Patent Tribunal, familiar with patent law 
and processes, I do not agree with the view that in order to encourage the 
unsuccessful infringing party to accept the TribunalÕs decision, the discretionary 
mechanism of an award of additional damages under s 122(1A) of the Patents 
Act should be invoked against the infringing party where their appeal is 
dismissed. 

3.5.5 Section 122(1A) does not have a long history in the Patents Act. The inclusion 
of the discretionary relief in the Patents Act and Designs Act 2003 (Cth), and the 
present proposal to incorporate additional damages into the Trade Marks Act 
1995 (Cth), all have the benefit of having viewed its use under the Copyright Act 
1968 (Cth) s 115(4). 

3.5.6 If one were to follow the evolution of that provision in the Copyright Act, one 
would see that the categories of matters which could found a basis for 
additional damages, have expanded, such expansion being the result of certain 
conduct observed in determined cases.  

3.5.7 One would also observe that the courts may award additional damages on the 
basis of any one of the stated grounds in s 115(4), or for any other relevant 
conduct. Therefore where conduct might not be considered flagrant, additional 
damages may be awarded, if the court considers that the conduct is such that 
others should be dissuaded from acting in such a manner.8 

3.5.8 Regardless however of which category or categories are relied upon to found 
an award, even hurt feelings as in the Milpurrurru9 case, additional damages are 
only attracted in terms of the respondentÕs infringing conduct. The focus of the 
court on the question of additional damages is limited only to the respondentÕs 
conduct, regardless of whether, the infringing conduct takes place before 
during or after the respondent is made aware of the existence of the IP rights. 

3.5.9 The element of proposal 4(f), which relates to the imposition of additional 
damages as a means to encourage the TribunalÕs decision to be accepted, is in 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
8 S 115 (4) Copyright Act 1968 (Cth). 

9  Milpurrurru and Others v Indofurn Pty Ltd and Others (1994) 54 FCR 240. 
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my respectful opinion, most inappropriate. The concept of having a discretion 
to impose additional damages on an infringing party, where the decision of the 
Tribunal is upheld: 

3.5.9.1 seeks to make the infringing partyÕs decision to appeal, come within the 
infringing conduct of the respondent, to be considered when 
determining whether to grant additional damages, which it clearly is not; 
or 

3.5.9.2 seeks to establish an additional category of conduct, which would attract 
additional damages, which is a precedent fraught with danger, at the least 
because it is a principle, which could apply to any appellate court. 

3.5.10   It is my respectful submission, that in either case, there is no basis for the        
suggested extension of empowering a court with a discretion to grant 
additional damages under s122 (1A) against an infringing party in cases with 
the TribunalÕs decision is affirmed. In addition to my aforementioned 
arguments, this would present an unprecedented fetter on a partyÕs right to 
appeal.10  

3.5.11 The Interim Report notes the role of costs11. It should be noted, that the usual 
method of dealing with conduct in the course of litigation, such as: 

3.5.11.1      an unreasonable approach to a reasonable settlement offer in hindsight; or  

3.5.11.2 conduct prolonging or inflating costs, such as an unusually high number of    
cited anticipations during the course of the action, and the majority being 
abandoned at trial, 

 has been an award of costs and sometimes on an indemnity basis. 

3.5.12 I would submit that this would be the appropriate course which is always 
open to the court.  

3.6 Proposals  5 - 8  (the Information Strategies) 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
10 Interim Report. 2009. p40 

11 At p 41. 
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3.6.1 I cannot add anything to these proposals. As I have stated above the 
dissemination of information regarding patents is an ongoing education, 
particularly in the realm of enforceability. 

3.7 Proposal 9 (Jurisdictional Strategy – of the second tier of the Federal 
Court) 

3.7.1 Following the relevant Media Release in April 200712, the then government 
accepted the ACIP recommendation, that the Federal Magistrates Court (FMC) 
have extended jurisdiction in trade mark and design matters, I have made 
numerous calls and sent letters on my own behalf, to IP Australia and the 
Commonwealth Attorney, seeking some idea as to the progress of the drafting 
of the legislative amendments which would implement such changes. 

3.7.2 More recently, I encouraged the Technology and Intellectual Property Sub-
Committee of the Queensland Law Society, of which I am a member, to write 
to the Commonwealth Attorney with a similar request. The response came in 
the Media Release regarding the demise of the FMC. 

3.7.3 Closer scrutiny of the family law driven recommendations, gave one some 
encouragement that the general matters of the FMC, which included copyright 
matters, might find their way to the proposed second tier of judges, which 
would comprise those Federal Magistrates, wishing to be involved in the 
general maters list of appointments.    

 3.7.4 As I stated above, I have been involved in a number of cases in the last two 
years, where I have recommended that proceedings be commenced in the 
FMC. Most of those cases have been settled at various stages of the 
proceeding. 

3.7.5 Also, as I have stated, the associated jurisdiction of the court under s 18 of the 
FMC Act, permitted extension into trade mark matters and passing off, on the 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
12  Bob Baldwin. 2007. It’s all in a name when it comes to good business. 
http://www.acip.gov.au/library/CMR06-186%20-%20ACIP%20Business%20Names%20MR.pdf 
(accessed 20 September 2009) 



!# "

"

basis that the infringing conduct was also conduct in contravention of certain 
consumer protection provisions of the TPA.  

3.7.6 The previous government was to consider the extension of the jurisdiction over 
a 2 year period, when it did not accept the ACIP recommendation. It would be 
of some assistance if some matters within the patent sphere could be identified 
to indicate the types of issues the judges of the second tier might consider. 

3.7.7 In one matter in which I was involved, Steel Foundations,13  the patent involved 
an anchor mechanism, which permitted a suspended slab. Although the matter 
settled, the patent had in its claim the process of wetting the ground prior to 
the use of the mechanism. I would submit that preliminary questions under 
Order 29 of the Federal Court Rules, might be suitable matters for the attention 
and decision of the judges of the second tier. In this case, was the wetting of 
the soil an essential integer in the claim for the purpose of determining 
infringement? If so, there might have been an impact on the question of 
infringement as the respondent did not wet the soil in its allegedly infringing 
conduct. 

3.7.8 Although, a current Consultation Paper proposes the removal of entitlement as 
a sole basis for revocation of a patent,14 if and until that becomes law, questions 
of inventorship and inventive contribution could be dealt with by the second 
tier judges.     

3.7.9 In any event, it seems that it would be most suitable, that the Federal Court 
judges have a discretion to permit in whole or in part, patent cases they 
consider appropriate, for determination by judges of the second tier.  

3.8 Proposal 10 (Jurisdictional Strategy – Australian Customs) 

3.8.1 I support the recommendation that the Patents Act have provisions similar to 
the Trade Marks Act, in relation to seizure of allegedly infringing goods.15 In 

"""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
13 The Australian Steel Company (Operations) Pty Ltd v Steel Foundations [2003] FCA 374. 

14 IP Australia: Streamlining the Patent Process August 2009 at 4.1. 

15 s133 Trade Marks Act 1995 (Cth). 
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practice known pirated copies of CDs and DVDs, as well as well known brands 
are the subject of such seizures. However, they do not necessarily have to be 
only the well known brands. Australian Customs officers could be asked to 
consider goods bearing marks which might not be substantially identical with 
the registered mark, but might be deceptively similar to it.  

3.8.2 Where there is a responsibility on the applicant to commence an action within a 
certain time, and the applicant is responsible for the costs of such storage of 
the goods, there is little argument that could not also be made in relation to 
deceptive similarity for trade marks and substantial reproduction in copyright, 
both of which can lead to considerations just as complex as patent 
infringement.  

3.8.3 As to the question of whether this mechanism would be used, I can recall 
several instances where generic pharmaceuticals were sought to be imported, 
which might have been the subject of such a process. Whether, the applicant 
indemnifies Customs for the costs or provides the usual undertaking as to 
damages in applying for injunctive relief, it seems appropriate that the risk for 
such an invasive step should be borne by the applicant/patent owner.   

3.9 Proposal 11 (The Opposition Process Issue) 

3.9.1 The opposition process is the subject of a discrete Consultation Paper issued 
by IP Australia this year. I have made a submission in relation to that paper. 
ACIPÕs watching brief will necessarily take into account at an appropriate time, 
the results of any accepted proposals, which largely deal with the delay caused 
in the opposition process due to the reliance upon extensions of time to file 
evidence for reasons which now do not seem justified.  

 

Yours faithfully 

 

 

Dimitrios Eliades 


