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The Plant Breeder’s Rights Advisory Committee (The Committee) is established under section 63 of the Plant Breeder’s Rights Act 1994 to provide advice to the Minister and the Registrar of PBR. Members of the Committee are drawn from diverse backgrounds with an interest in PBR.

The Committee is pleased to respond to the ACIP Review of Enforcement of PBR Options Paper.
The Committee also has a number of concerns and comments arising from the paper. Some are substantive, others bring to ACIP attention some different perspectives. Brief comments are included in Section 2 of this submission.
The following table sets out the Committee’s preferred options
	Issue
	Preferred Option

	Rights granted under section 11
	Option 3 (conditionally)

	Extended rights and clarification of the meaning of ‘reasonable opportunity’
	Option 5 (1 and 2)

	Farmers privilege and balance of rights
	Option 9

	Farmers privilege and asexually propagated taxa
	Option 12

	Essentially derived varieties
	Option 16

	Test for importance 
	Option 19C

	Moving responsibility for EDV to courts
	Option 20

	Exhaustion of PBR
	Option 23

	Lack of clarity
	Option 26 with reservation

	Pre-grant enforcement
	Option 27

	Federal Magistrates Court
	Option 30

	Expert evidence procedures
	Option 31

	Alternative dispute resolution 
	Option 32 and 33

	Criminal sanctions
	Option 35

Option 36 conditionally

	Acquisition of evidence
	Option 37

Option 38 and 39 conditional on further discussion

	Customs provisions
	Option 41

Option 42 subject to clarification

	Exemplary damages
	Option 44


Section 1
CONCERNS WITH CURRENT LAW

Options 1-3 RIGHTS GRANTED UNDER SECTION 11 
Option 1. No change to the rights of PBR owners

Option 2. Provide PBR owners with an additional right over ‘use’ of the material

Option 3. Provide PBR owners with an additional right over ‘purchase’ of the material

The Committee believes Option 3 may have some merit as it provides an improved opportunity in some circumstances to restrict the movement of unauthorised material through the production chain. It has value in adding another class of person ‘the purchaser’ to the list of possible infringers. It may be considerably easier to prove infringement against a purchase compared to a grower. This may avoid many of the perceived problems arising from the operation of the farm saved seed exemption. However, as noted in the ACIP Options Paper, the extra right would only be feasible where PBR had not been exhausted through section 23. Amending section 23 may be difficult without contravening Australia’s obligations under the UPOV Convention
.
Subject to the conditions in subsection 23(3), the Committee is of the strong opinion that PBR should not be allowed to be exercised more than once as it:

· would be inconsistent other IP laws (eg patents);

· would establish situations where users and consumers could be ambushed; and 
· may create a general negative image of PBR.
It should be noted that Article 14(1)(b) of the UPOV Convention refers to the opportunity for the breeder to make his authorization subject to conditions and limitations. This clearly points to the opportunity for breeders to apply commercial arrangements in order to safeguard their legitimate interests. It is not clear to the Committee whether Article 14(1)(b) of the UPOV Convention can be used as the basis for the issuance of additional statutory rights.
The Committee is of the view that grantees currently have an opportunity to choose the best royalty collection points when establishing conditions at the point of first sale.
Options 4-8 EXTENDED RIGHTS AND ‘REASONABLE OPPORTUNITY’ 

Option 4. No change

Option 5. Clarify the meaning of ‘reasonable opportunity’

Option 6. Reverse the onus of proof

Option 7. Delete references to ‘reasonable opportunity’ in sections 14 and 15

Option 8. Clarify the application of sections 11, 14 and 15 to grains

The Committee believes that Parts 1 and 2 of Option 5 are appropriate. The Committee believes better understanding and, if necessary, further clarification of reasonable opportunity would be appropriate. The Committee also acknowledges that:

· the concept is well known in law;

· some commentary in accordance with Option 5 part 2 is available; and
· some of the confusion appears to be deliberate.
The Committee questions the advantage of establishing an Expert Panel to ‘restate the law’ or adding a definition of reasonableness to the PBR Act particularly as the circumstances of any two cases are rarely the same. 
The Committee does not agree with Option 6 (reverse onus of proof) and believes any amendment having the effect of reversing the onus of proof is undesirable as it:

· does not follow the Australian legal standard of a presumption of innocence;
· would be problematic to put through Parliament; and 
· could have severe unintended side effects.

The Committee does not agree with Option 7 as it would move the PBR Act out of compliance with the UPOV Convention. Moreover, removal of ‘reasonable opportunity’ may lead to situations where users and consumers are be ambushed after they had started to use materials believed to be free of obligation. The cost of due diligence checks may become prohibitive and slow the uptake of new improved varieties.
The Committee is of a view that the current definition of propagating material in the PBR Act is sufficient to determine whether harvested material is also propagative material. Option 8 is therefore not appropriate. The Committee noted that “seed” or “grain” were labels of convenience and were irrelevant in determining whether in fact material either alone or in combination was capable of another plant of the variety with the same characteristics. The Committee noted that some of the confusion on the part of breeders appeared to be deliberate.

Options 9-11 FARMER’S PRIVILEGE AND BALANCE OF RIGHTS - ALL TAXA
Option 9. No change to the farm saved seed exemption

Option 10A. Modify the farm saved seed exemption to be explicitly limited

Option 10B. Modify the farm saved seed exemption to be similar to that in Europe

Option 11. Remove the farm saved seed provision

The Committee acknowledges FSS as a significant derogation from the plant breeder’s right but nevertheless is a useful and practical provision in the Australian agricultural context. 
The Committee believes that Option 9 is appropriate  and that any other option will add to production costs and slow the realisation of the benefits to the community.
The Committee noted the opportunity for breeders to establish contractual obligations for growers and how those obligations can be passed on to others in the marketing chain. The Committee also noted the recent development of “standard” contracts that would simplify procedures and remove uncertainty that the obligations, including the provision of information, were fair. 
The view of the Committee is that industry had not fully understood the clarifications arising from the Cultivaust case and that infringing activity would be reduced once the relevant obligations and responsibilities were understood. The Committee noted that peak industry bodies have a responsibility to educate their constituency in this regard.
Should ACIP suggest changes to the current conscious balance of FSS set by Parliament, the Committee would recommend that the issue be canvassed much more broadly.

The Committee believes Option 10A is unnecessary as subsection 17(2) already allows applications to declare that FSS is not available for particular species. Any such applications would need to make transparent how the legitimate interests could be rebalanced without prejudicing the broader interests of the community at large. 
Regarding Option 10B, the Committee notes that many countries report that their implementation of FSS is ‘observed in the breach’ and are currently investigating other options and refinements. The Committee also noted that agricultural production in Europe was more regulated that in Australia and that, without such regulation, the European system of FSS would be harder to operate. 

The Committee also commented that the EU system attempted to levy a royalty on the use of seed (ie the amount of FFS used for actual sowing) would push farmers away from the high sowing rates needed to maximise production. Moreover it would apply a royalty payment at a time when farmers were cash poor (at/or after sowing) as opposed to the collection of royalties when the harvest was sold (ie at a time when cash flow was improved). The Committee also noted that royalties on sowing seed did not share the production risk as appropriately as royalties levied on production.
Likewise, the Committee did not support Option 11. The option seems to have arisen as a possible solution to the issue of tracking seed of a protected variety after the first sale. The Committee believes this problem is not related solely to FSS and would not be solved by removing the FSS provision. Removal of the provision would not facilitate compliance and may merely add to the up-front costs of production, prejudice relationships and encourage the mis-declaration of varieties.
Options 12-14 FARMER’S PRIVILEGE AND ASEXUALLY 
PROPAGATED TAXA 
Option 12. No change

Option 13. Change the title of section 17 to ‘Conditioning and use of user produced propagated material does not infringe PBR’
Option 14. Change section 17 to be restricted to ‘sexually propagated taxa’

The Committee supports Option 12 as the FSS system provides a practical framework to address the realities of Australian agriculture. The current system already provides an opportunity for applications to exclude one or more taxa and include public interest consideration.

Options 15-22 ESSENTIALLY DERIVED VARIETIES 

Option 15. No change to the EDV provisions of the PBR Act

Option 16. Enable EDV declarations to be in respect of any variety

Option 17. Enable applications for EDV declarations to be made prior to grant of the original variety

The Committee notes that the discussion of EDV extends beyond the scope of the paper. Nevertheless, whilst the Committee is not in favour of changing the intent of the provision, improvements to the implementation of the EDV may be beneficial.

The Committee supports Option 16. The EDV provision is key to the PBR system, is consistent with of Australia’s international obligations and accommodates the incremental process of plant breeding, in a balance of IP rights between successive breeders.

In supporting Option 16, the Committee recommends that determination of EDV should be moved to the court.

The Committee has considerable reservations about Option 17, particularly the prospect of declaring EDV before the original application is proved to be a variety.
Removing the test for ‘importance’ in section 4(c)
Option 18. Remove the test for ‘important features’ in subsection 4(c)

Option 19A. Remove the words “as distinct from cosmetic” from subsection 4(c)

Option 19B. Replace “cosmetic” with “of no commercial value”

Option 19C. Remove the words “as distinct from cosmetic” and define “important features” in section 3

The Committee has reservations should Option 18 be progressed by simply removing section4(c) (the importance test) without replacing it with some workable and robust threshold that would limit an endless cascade. 

The Committee considers further investigation of Option 19C may be of value.
Option 20. Transfer the administrative EDV declaration system to the courts or other body

Option 21. Improve the PBRO’s ability to make determinations on EDV

Option 22. Develop benefit sharing arrangements

Determining whether a plant variety is an EDV is primarily a technical question. The Committee supports Option 20. 
Option 22 also has merit provided there is access to the courts as well. The Committee notes that the last sentence in paragraph 2 of Option 22 seems to import an additional requirement to the grant of a PBR. If this is the case, it would be inconsistent with Australia’s UPOV obligations. 
Options 23-24 EXHAUSTION OF PBR 

Option 23. No change to the provisions on exhaustion of PBR

Option 24. Clarify the meaning of section 23

The Committee supports Option 23 and notes that some of the confusion in regard to section 23 appears to be deliberate. 

The Committee also notes that the concept of consent is well-know in law and particularly in IP law.

Without clear evidence that section 23 is problematic in enforcement, the Committee questions the advantages in Option 24, though is not fundamentally opposed to further investigation.
The Committee believes a key issue raised by the Cultivaust decision, namely that sale of the seed does not exhaust PBR on subsequent generations, has not been adequately picked up by industry. This is a lacuna that coloured other submission to the Discussion Paper. 
Amendment of the provision to clarify the meaning may be appropriate but of more importance is getting the message out to breeders and users of seed that sale does not exhaust PBR on subsequent generations.

Options 25-26 LACK OF CLARITY 
Option 25. No changes to the meaning of terms and sections of the Act

Option 26. Clarify the meaning of particular terms in the Act

The Committee has some support for Option 26. However, it points out that further study is required. There is a need to collect examples of specific problems in the interpretation of the Act. It is also acknowledged that some of the terms being questioned have clear legal meanings and misinterpretation may be a result of deliberate obstruction.
The Committee believes industry has a clear responsibility to run ‘test cases’ to clarify their areas of concern. The Committee is not attracted to the suggestion that inactivity is justified until every word in every provision is clarified beyond doubt.
Options 27-28 PRE-GRANT ENFORCEMENT 
Option 27. No change to the pre-grant enforcement provisions

Option 28. Provide PBR applicants with the right to begin infringement action pre-grant

The Committee supports Option 27 and believes the current pre-grant enforcement provisions are appropriate and in alignment with enforcement provisions of other IP laws in Australia.
Options 29-31 FEDERAL MAGISTRATES COURT AND PBR 

Option 29. No change to jurisdiction of the Federal Magistrates Court

Option 30. Extend the jurisdiction of the Federal Magistrates Court to PBR

Option 31. Simplify expert evidence procedures in the FCA and/or the FMC

The Committee notes that the paper does not include a thorough analysis of the current jurisdiction of the FMC and therefore the formulation of the options may be problematic in situations where, as has been suggested by some, the FMC already has jurisdiction to hear cases. 
Accordingly, the Committee supports the underlying intention of Option 30 and believes it useful for the FMC to have explicit jurisdiction to hear PBR matters. The Committee hopes this will enable more enforcement action which would be instrumental in promoting a better common understanding of PBR issues.
Committee supports Option 31 and believes the balance of interests, particularly for granting Anton Piller orders, may in some circumstances have swung too far against the IP rights holder, and should be re-aligned.

The practical experience of members of Committee is that evidence collection is constraining some breeders’ ability to undertake enforcement action. Discovery remains problematic in many IP situations, not only PBR.

Options 32-33 ALTERNATE DISPUTE RESOLUTION (ADR) AND PBR 

Option 32.No change to ADR processes

Option 33. Register of mediators with PBR and plant breeding expertise

The Committee supports Option 32. The Committee believes there are already adequate opportunities for mediation in the current infringement process.

The Committee also supports Option 33 and believes developing a list of people with sufficient scientific and practical understanding of PBR issues would be of great assistance to mediators and the courts.
Options 34-36 CRIMINAL SANCTIONS AND PBR 

Option 34. No change to the criminal sanctions of the PBR Act

Option 35. Request the AFP and DPP to give PBR cases a higher priority

Option 36. Extend the jurisdiction of PBR matters to the State police and DPPs

The Committee believes there is insufficient evidence to either support or disagree with Option 34. The Committee comments that, as the provisions of the PBR Act in relation to criminal proceedings are largely unused, it is difficult to comment upon the deterrent effect of any possible changes.
However, the Committee noted that the penalty levels for criminal infringement under section 74 and fraud proceedings under section 75 of the PBR Act are lower than those in other IP rights infringement and that this could be an area of further investigation and possible alignment.
The Committee supports Option 35 and asks that ACIP discusses with the AFP and DPP the scenarios which would cause them to prosecute PBR infringement offences under sections 74 and 75 and identify mechanisms to allow this to happen. The Committee suggests that if the issue for the AFP is funding, then perhaps a component of the annual PBR registration fee could be allocated toward investigation and prosecution of criminal PBR infringement. The Committee notes that this could be levied on all PBR applicants and not just those potentially affected.
The Committee supports Option 36 but questions whether, in the absence of Federal Government action, the States are likely to be more active. Some Committee members point out this could be counterproductive and would create inefficiencies and difficulties in administration.
PART IV- EVIDENCE AND REMEDIES

Options 37-39 ACQUISITION OF EVIDENCE 

Option 37. No change

Option 38. Introduce a system based on the UK Information Notice

Option 39. Introduce a system based on the French saisie order

The Committee notes that the complaints about evidence do not relate to the PBR legislative requirements per se, but rather to the evidence required to convince the Court in any action. Accordingly, solutions identified in the PBR context may be equally applicable elsewhere. 

The Committee supports Option 37 and would be very wary of any change that had the potential to alter the burden of proof.
The Committee believes that further discussion of the UK and French system as outlined in Options 38 and 39 may be of benefit.

The Committee is also aware that in Japan, staff from the National Seeds and Seedling Centre experienced in PBR and determining DUS
 act as “G-Men
” to advise and assist applicants to collect and secure information relating to potential infringements. G-Men have no investigative authority.
Options 40-42 CUSTOMS PROVISIONS FOR PBR 
Option 40. No change

Option 41. Introduce PBR seizure powers for Customs based on the notice system used for trade marks

Option 42. Introduce PBR seizure and destruction powers for Customs based on the European system

The Committee supports Option 41 as it believes unauthorised imports are a significant problem. It would be valuable if Customs could intervene at point of entry.
The Committee recognises that policing the importation of PBR plants or plant parts may be difficult and accepts that Customs and Quarantine Officers may not always have the necessary skills to recognise protected varieties on sight. The Committee also accepts that the PBR situation is unique given the perishable nature of the goods. However, the Committee believes that it is possible to design a workable system for seizing or identifying and subsequently tracking suspected unauthorised imports of protected PBR.

In relation to the European system, the Committee notes the Europe situation where Customs can hold shipments of plants suspected of infringing PBR. The European experience is that once a shipment has been held up in Customs and the breeder is convinced the material is actually infringing, many importers agree that the shipment be destroyed by Customs and the matter does not progress any further.

Subject to some additional clarifications, the Committee may also be able to support Option 42.

The Committee also notes that amending the Customs/Quarantine Forms to include a declaration of variety name would provide both a significant deterrent and an important piece of evidence to be used when testing the identity of the variety.
Options 43-44 EXEMPLARY DAMAGES 
Option 43. No change

Option 44. Introduce exemplary damages provisions

The Committee strongly supports Option 44 and encourages the introduction of exemplary damages into PBR legislation as a matter of urgency. This would bring PBR into line with other IP legislation (except the Trade Marks Act 1995). The provisions and their tests are well-established and accepted. Accordingly, other than to provide the necessary framework, there is no additional requirement for legislators to instruct the courts on how exemplary damages should be determined.
PART V- SECTOR GENERATED SUPPORT

CENTRAL INFORMATION AND COLLECTIVE PEAK BODY 
Additional Questions

Question Q1.

What role should Government play in this area? Should the Government facilitate the plant breeding industry in developing one or more models of collective/peak bodies?

The Committee believes that industry must select for itself the most appropriate models to commercialise varieties and disseminate information to its constituency. The Committee acknowledges that not every breeder will choose to participate in a potential peak body, but those who do may benefit from greater critical mass and negotiating power. Government would only have a minor facilitating role, at best. 

The Committee believes that better access to consistent information on enforcement and what might constitute an infringement would be of considerable utility. There may be existing industry-neutral bodies (eg ACIPA) who could undertake this role.
Question Q2.

What would be the most effective ways of improving education and awareness of PBR for each industry or stakeholder group?

The Committee believes that industry must take responsibility to inform its constituency. One way would be through the formation of a peak body responsible for providing information to all stakeholders in order to ensure consistency of message and a clearer view of the industry as a whole.

The Committee notes that industry education and awareness programs need ongoing support if they are to succeed.
Question Q3.

What role should Government play in this area? What particular educative programs or course curricula should the Government develop or facilitate? Should Government develop detailed PBR curricular for agricultural colleges and TAFE?

The Committee believes the Government has a role in the development of Vocational Education and Training (VET) courses delivered through organisations such as, but not restricted to, TAFE or agricultural colleges. After some early input from Government, the potential industry body mentioned above could provide ongoing information for use within these facilities.
Standard Contracts
Question Q4.

What else needs to be done on this issue? What role should Government play?
The Committee believes too many contracts and variations of existing contracts are confusing for growers. Standard contracts appear to be advisable but it is not the role of Government to develop them. The contracts should be developed by the industry for the industry. The Committee notes and commends the recent initiative of the GRDC and breeders to develop a ‘standard’ PBR contract.
Options 45-46 END POINT ROYALTIES and questions 5-7
Question Q5. 

One of the problems with implementing an equitable EPR system is that harvested product is often a mix of material on which the growers’ PBR obligations to the breeder have been met and material on which those obligations have not been met. Can this issue be dealt with through use of contracts? Are there other options for addressing this issue?

The Committee believes that there are many examples where equitable commercial contracts have dealt with the situation as outlined.
Question Q6.

Do you have any major concerns, other than those listed above, about the implementation of an effective EPR system in your industry?

The Committee has no comment on this issue
Option 45. No changes to infringements and offences under the PBR Act in regards to identification of protected varieties.

The Committee has no comment on this issue

Option 46. Amend the PBR Act so that mendacious variety name declaration is an infringement of PBR

The Committee supports Option 46.
Question Q7.

Establishing EPR systems is primarily the responsibility of industry. However, is it appropriate for the Government to facilitate this?

The Committee notes that EPR is being successfully introduced in many sectors without Government assistance. Nevertheless to ensure the best public interest outcomes from the PBR system, it may be useful for Government to play a minor facilitating role, for example through the establishment and funding of working groups to investigate specific issues as they arise.
Section 2

The Committee also identified the following issues:

2 Substantive matters

1.1. Option 1 and other options. The Committee is concerned that the wording of the first option in each of the option boxes appears to reverse the burden so that it is now necessary to argue why the status quo should be retained and to identify any unintended consequences of any changes. The wording is not consistent with the other options and legislative policy generally which start with the premise that the status quo will prevail unless there is strong evidence for any change (as outlined in 1.3 of the ACIP Options Paper). Accordingly the chosen wording has given rise to confusion about its intent.
1.2.  The Committee noted that the paper did not consistently seek to place PBR within the context of IP enforcement generally and thus lost a useful opportunity to coordinate its considerations with those made in other recent IP reviews.
1.3.  The Committee notes that IP legislation is generally designed to provide a framework by establishing rights, obligations and responsibilities. This does not normally extend to specific consideration of commercial arrangements (such as when and where to charge end point royalties) which may evolve over time.
1.4. The Committee notes that the discussion of Options 12-14 provides little explanation on how, in light of Cultivaust, FSS affects enforcement per se. No causal relationship is established. The focus of the text seems to be on additional opportunities for increasing returns to breeders by increasing the rights rather than addressing the broader issues of enforcement, legal costs, delays etc. The same characterisation can be made of the discussion on Essentially Derived Varieties. The Committee recognises this may be beyond the Terms of Reference of ACIP’s remit.

1.5. The Committee notes that neither commercialization nor returns on investment are specific provisions of the PBR Act. Accordingly attributing these types of purpose to specific sections may lead to erroneous conclusions, such as:

· paragraph 3 of 3.2.1 of the paper points to return on investment, whereas the work of the relevant sections relates to opportunities to enforce PBR on harvested material and products obtained from harvested material in particular situations.
· paragraph 8 of 3.6.1of the paper concerns itself with royalties, and in the Committee’s view, concludes erroneously that the breeder cannot use the first point of sale to establish obligations at one or more points in the production chain. 

1.6. It was not clear from the discussion or options included in the paper how ACIP had factored in ongoing activities relating to PBR enforcement being conducted by IP Australia (eg activities relating to the Interdepartmental Committee on IP Enforcement).

2. Other matters

2.1. The Committee notes that paragraph 2 of 3.3.1 refers to the International Treaty on Plant Genetic Resources for Food and Agriculture (the Treaty). While the Treaty’s general requirement not to limit “any rights that farmers have to save, use, exchange …and sell farm save seed” is highlighted, the same emphasis does not seem to be placed on the caveat “subject to national laws and as appropriate.” PBR and indeed all IP Legislation were actively considered during the framing of Article 9 of the Treaty. Therefore an assertion that the Treaty may somehow override national law is unfounded.

2.2. The Committee notes that paragraph 5 of 3.3.1 lacks clarity and therefore may have introduced a degree of unnecessary confusion.

2.3. In relation to paragraph 4 of 7.1, the Committee is aware of a growing use of contracts that allow the grantee to inspect all relevant plants regardless of their origin.

� A reference to UPOV or the UPOV Convention is taken to be a reference to the 1991 Act of the UPOV Convention. 


� Distinctive, Uniform and stable, the three requirements for a new PBR.


� G-Men is a tongue in cheek reference to the G-Men of the 1930’s in the USA often prohibition busters but now more commonly applied to Government Agents such as FBI or CIA agents





Confidential
Page 1
29/08/2008

