Queensland
Government

State Development and Innovation

Please quote: MN=54091 / 104/532
Contact officer: Natasha Camphorst
Contact telephone: 07 3224 7891

Mr J Roberts

The Advisory Council on Intellectual Property
PO Box 200

WODEN ACT 2606

Dear Mr Roberts

| refer to the letter dated 16 January 2004 from Professor Andrew Christie, Chair
inviting the Department of Innovation and Information Economy to lodge a
submission in regard to your review into the relationship between trade marks and
business, company and domain names. As the Innovation portfolio now resides
with the Department of State Development and Innovation, this Department is
lodging a submission.

The Department of State Development and Innovation is the lead agency in the
implementation of the Queensland Government’'s Smart State Agenda to ensure
that established industries participate in, and fully benefit from, the ‘knowledge
economy’ and to develop new, ‘leading-edge’ industries and services. This includes
assisting new businesses start-up and ensuring that existing businesses grow
through the provision of a range of services. This Department is able to provide its
services due to a close working relationship with agencies from all tiers of
government.

As outlined in our submission, there is a general misconception in the business
community about the role of business names and the rights obtained through
registration of a business name. However, the Department does not support
abolishing the business name register nor does it support the devolution of
processing business name applications to a central and/or Federal office. The
service provided by this Department enables clients to receive tailored business
licensing packages which contain details of the Local, State and Commonwealth
licences/registrations required for a particular business type and it is this close
interaction with the business community which underpins the success of this
program.
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Nevertheless, the Department would support mechanisms to provide greater
protection to business names, a central register to provide greater and easier
access to current names on the register and educative measures from all tiers of
government to increase awareness in the business community.

Thank you for the opportunity to participate in this review and | trust these
comments will be taken into consideration in the preparation of the final report
and/or recommendations. Should you require any further information, please
contact Ms Natasha Camphorst, Principal Policy Officer, Science, Research and
Innovation, on telephone number (07)32247891 or via e-mail
natasha.camphorst@gld.gov.au.

Yours sincerely

<. -, %ﬂ
Paul Fennelly
Director-General

Encl.
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Introduction

The Department of State Development and Innovation works to support sustainable
economic development and innovation that promote growth and employment in Queensland.
The Department is the Queensland government's lead agency in relation to innovative,
economic and industry development. It contributes to economic growth by fostering a
positive business environment for business and industry, promotes sustainable regional
development, actively pursues strong partnerships with key industry sectors, seeks to identify
major new opportunities to assist the State's future development and involves the private
sector in capturing these opportunities. It includes the following units within the Department:

Innovation Division includes:

« development and implementation of whole-of-State science, technology and innovation
policy such as biotechnology, State-owned intellectual property and Queensland
priorities for R&D investment;

e development and management of the State’s investment in world-leading R&D
infrastructure and programs;

e provision of frameworks and services to build commercialisation capabilities for new
ideas and technologies. This includes providing tools and strategies for informing the
community and the private sector of the emerging opportunities to support the
commercialisation of new technologies. It also manages the Government's investments
and interests in technology incubation facilities.

o development of policies and assistance programs to promote the growth and
sustainability of Queensland technology industries (and in particular the ICT industry).
The 1IB provides business development advisory services, export education programs
and support to high growth industry clusters, to assist ICT companies to grow and export
and in turn enhance the value of Queensland’s technology earnings.

Business Information Branch (BIB) is a branch of the Office of Small Business which
provides support and facilitation in helping new businesses start and existing businesses
grow through the provision of a range of services. Business Information Branch is able to
provide its services due to a close working relationship with agencies from the three tiers of
government. In particular, the Office of Fair Trading has located a Business Names
Determination Officer at BIB at Spring Hill to handle business name transactions. Business
Information Branch delivers an holistic service or a one stop shop for those starting or
operating a business. Services include:

e Smartlicence - a free service that provides business operators and intenders with a one
stop shop for business registration, licensing and information requirements. Clients
receive tailored business licensing packages which contain details of the Local, State and
Commonwealth licences/registrations required for a particular business type.

o GOBIS (Government Business Information Service) — a free service that provides a first
point of contact for business operators and intenders to access information about State
and Commonwealth Support programs.

e The Business Resource Centre (BRC) - helps clients assess the feasibility of a

business idea. The BRC can assist clients who are considering opening a new business
or expanding their current business.
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Services are available via phone, in person or electronically. Electronic services include the
Business Bookshop, GOBIS Online and SmartLicence Online. SmartLicence Online enables
clients to complete their registration or application electronically including ABN and
Trademark registration.

The Business Regulation Review Unit (BRRU), another Branch of the Office of Small
Business, is responsible for the review of the impact of new and existing regulations on
business. BRRU represented DSDI in conjunction with OFT in the Queensland Government
review of business names.

3.2.1 Educative measures

Are present educative measures about the legal nature and company names
adequate?

There is a widespread lack of understanding of the legal nature of business names. The
general perception of many business name applicants (“the applicant”) are that once a name
is registered there is a proprietary right in that name rather than the name being a source of
identification. While this misconception has not resulted in many complaints from business
owners to the Department of State Development and Innovation (DSDI), it has, in some
cases, caused considerable distress, particularly when applicants found there were limited
mechanisms to redress the situation.

In addition, many applicants do not understand the nature of intellectual property and its
various forms. Intellectual property is a specialised area of law practised by a small number
of legal professionals and various organisations involved in the application of intellectual
property. While there is a greater awareness of intellectual property, in general, for example,
reproduction of copyright material is generally not allowed, there is little understanding of
other forms of intellectual property e.g. trade marks, patents and designs.

Nevertheless, the DSDI does currently provide information as to business names and trade
marks through a number of websites (for example, www.sdi.gld.gov.au and
www.ideas2market.qld.gov.au) which target small businesses and start-ups respectively. In
addition, DSDI provides a customer focussed service through its program SmartLicence
which is a one-stop service for organising a business name and the various licences,
registrations and permits required to start a small business.

As part of the application procedure to register a business name, the applicant is provided
with an application form which highlights the need to consider registering a trade mark and
also a number of brochures provided by IP Australia outlining information about trade marks
generally. These application forms while under the banner of SmartLicence, conform to the
requirements set out by the Queensland Office of Fair Trading. DSDI would support the
inclusion of a stronger or more highlighted warnings than is presently included to assist
applicants determine whether or not a trade mark is needed or may be infringed through
registration of a business name. SmartLicence also refers applicants to IP Australia for more
detailed information.

DSDI would support the provision of joint seminars on a semi-regular basis between Federal
and State representatives of each type of registrable name/mark to enable greater
opportunity for SME’s to access relevant information. These seminars should not only focus
on SME’s but also providers of services to SME'’s to start and grow their businesses, for
example, financial planners/finance organisations, small to medium firm solicitors and
accountants.
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in addition, DSDI would also support the introduction of an online application process to
enable applicants to “click” on to relevant information as they proceeded through the
application process, for example, searching IP Australia’s trade mark database. Also, more
vivid warnings could be provided on screen so that applicants take a more considered view
as to the nature of business names and their inter-relation with trade marks.

3.2.2 Structural Change

Can educative measures alone address the misconception as to the legal nature of
business and company names.

Education measures generally cannot alone address the misconception as there will always
be applicants who fail to adhere to warnings and/or put aside any brochures provided in an
information kit. However, it should be noted that applicants respond to different forms of
education and a wide-range of information should be provided in a variety of formats to
enable the applicant to select the most suitable format to his/her needs. This includes
providing seminars, information kits and online information. In addition, suitable warnings
need to placed on application forms to highlight the need for independent advice and/or
possible infringements that may occur.

At present, Queensland Office of Fair Trading uses a “subjective names test” to assess the
business names applications. This test was subject to a review carried out by Queensland
Government to simplify and improve the process for the registration of business names. This
review proposed as one of its recommendations to replace the existing “subjective names
test” with an “identical names test”. While the outcome of this review favoured retaining the
“subjective names test”, an exact names test would significantly reduce the time taken to
process applications. However, many current businesses would prefer to retain the
“subjective names test” as it is generally believed, albeit mistakenly, that it provides the
holders of the business name with stronger protection.

3.2.3 Abolition of the business names registers

Should the state/territory business names registers be abolished and, if so, what
information should be required to be disclosed.

DSDI does not support the abolition of business names. While there may be a
misconception as to the legal nature (that is, limited proprietary rights in the name), the use
of business names provides an adequate structure for the purpose for which they were
intended; that is, as a primary source for identification of the business. In addition, many
organisations seek proof of registration of business names before providing their services, for
example banking and finance institutions. Therefore, further consultation should be
undertaken with key stakeholders to ensure that any change in the structural system does
not result in an impractical and unworkable system.
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3.2.4 Mandatory trade mark register search

Assuming there is merit in the continued existence of the business names registers,
should a trade mark register search be made a condition of business or company
name registration?

The Department of State Development & Innovation does not support a search of trade mark
register as a condition of business name registration as it is a point in time search and does
not preclude a subsequent application to register a trade mark of the same name.

However, applicants should be made aware of the nature of trade marks and be provided
with sufficient information to make an informed decision as to whether or not the applicant
wishes to lodge a trade mark application.

Based on the current “subjective names test”, a business name application can take a
considerable period of time to process to ensure that it does not infringe upon other names
on the register, particularly where the proposed name has a number of common names.
Similar time constraints would be imposed if the registering officer had to process the same
name under a trade mark search, thereby effectively doubling the time taken to process an
application.

In addition, further training would be required of all staff to understand the various nuances of
trade marks to ensure that an effective search of the register was carried out. It is also
possible that an additional cost may have to be imposed.

3.2.5 Central register for business names

Should the state/territory business names registers be replaced by one central
register? Would a central register alleviate the misconception as to the legal nature of
business names?

DSDI supports the concept of one central business names register, particularly for searching
purposes which displayed all registered names and the States in which they are registered.
While this is possible under the present scheme, it is necessary to log into each State
separately to ascertain whether or not the name has been registered. Many applicants do
not realise that other jurisdictions need to be searched to ascertain this information.

In a number of instances, access to this additional information is not necessary as the
applicants do not intend to carry on a business in another State but for applicants that do
intend to, this information would be invaluable. The availability of an Australia-wide search
facility would assist applicants in understanding that their name is not unique and therefore it
has limited exclusivity. Nevertheless, it may not resolve the misunderstanding that occurs
between the inter-relation between a trade mark and a business name.
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3.2.6 Central register for both business names and company names

Were there to exist one central business names register, should it be connected to the
company names register to form one central register for both business and company
names

The Queensland Department of State Development and Innovation would support one
register to search and register both business and company names. However, the database
should permit the duplication of business names across the States.  Additionally, the
database would require coordination between the Federal and State Offices to ensure that
each State and Federal office could enter, maintain and update the database to meet its
requirements.

3.2.7 Two-tier trade mark system

Should a two-tier trade mark system be introduced in Australia? Would such a system
address the misconception as to the nature of business and company names, by
providing an (albeit limited) exclusive right to the use of those names.

The Department of State Development and Innovation would support in-principle a
mechanism that provides greater proprietary rights to a business name. However, it would
require more information about this proposal to assess its merits. It is not clear what
exclusive rights would be granted to an applicant of a second-tier trade mark. For example,
exclusive rights could be limited in operation (e.g. geographical). However any such
limitation should not reduce users’ ability to enforce their rights

Nevertheless, as outlined above, DSDI does support mechanisms which provide greater
protection to the business name, and it notes the following considerations in regard to a two-
tier system:

e Business names should be able to be duplicated in all States. While an applicant may
wish to carry on a business in several States, the same name should be available to each
State. Also this would prevent duplication with existing names on the register.

e An audit of all names on the business name and trade marks databases be undertaken to
resolve any duplications. Where duplication existed, a process would have to be
developed to advise business name holders of the priority of the trade mark registration.

e Avoidance of unnecessary delay in registering a two-tier trade mark. At present, the
Queensland Office of Fair Trading receives over 43,000 applications per year. In 2002-3,
IP Australia received just over 40,000 trade mark applications. Based on these statistics,
it is unclear how IP Australia or a similar office would handle the increase in applications,
particularly as New South Wales and Victoria would have at least similar number of
applications. In addition, a trade mark application can take a number of months to
process. This delay is impractical for a business wishing to start-up as soon as possible.
It is suggested that each State office process these applications to speed up the
registration process.
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