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Please confirm receipt of this letter by returning the enclosed copy to Forrester & Boehmert,

Munich, duly endorsed.

Enclosure:
1 copy of this letter;
Written Statement, in triplicate




FORRESTER & BOEHMERT

Written Statement in Respect of Referral Under EPC Article 112(1)(b)

Case No. G3/08

On behalf of Microsoft Corporation, One Microsoft Way, Redmond, Washington, USA
98052-6399 and General Electric Company, 3135 Easton Turnpike, W3-86, Fairfield, Con-
necticut, USA 06828-0001 the following written statement is provided with regard to the Re-
ferral by the President of the European Patent Office (“EPO”) of October 22, 2008, pursuant
to Article 10 of the Rules of the Procedure of the Enlarged Board of Appeal.

1. INTRODUCTION

Microsoft and GE appreciate the leading role the EPO and the Boards of Appeal have played
in establishing a reliable framework for patent protection of computer-implemented inven-
tions. Considering the substantial and growing role that digital technology plays in the world
economy and in the everyday lives of consumers, we believe that it is of critical importance
that strong patent protection for computer-implemented inventions be retained, while giving
the exclusion regarding computer programs “as such” an appropriate and consistent interpre-

tation, as described below.

Both GE and Microsoft have made substantial investments in developing technologies that are
directly implicated by the issues raised in the Referral by the President of the EPO to the
Enlarged Board of Appeal. In relation to the questions posed by the Referral, the core prin-
ciples of the jurisprudence of the boards of appeal have remained substantially consistent over
the years. And while there have been some variations in the case law over the past two dec-
ades, in several of the instances of alleged divergence identified by the Referral we believe
the decisions to be consistent and — to the extent some divergence can be discerned — it does
not appear to be particularly significant. As many of these purportedly divergent decisions
apply the same fundamental legal principles articulated by the Board in early cases such as
T 208/84 — Vicom,' they may be better understood as a natural evolution, rather than a fun-

damental divergence, of the case law. Furthermore, as explained below, although the Board

Y T208/84 — Vicom, OJ 1987, 14.
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cases have at times emphasized various aspects of the analysis used to assess the “technical
character” that is a prerequisite to patentability pursuant to the Convention on the Grant of
European Patents (hereinafter “EPC”), these approaches are all based on the same basic crite-
ria and — if appropriately applied — almost invariably result in the same outcome on the ques-

tion of ultimate patentability.

While we believe the decisions cited in the Referral to be generally consistent as to the spe-
cific questions set forth by President Brimelow, we take no formal position on the admissibil-
ity of the referral under Article 112(b) of EPC. Rather, in view of the unquestioned compe-
tence of the Enlarged Board of Appeals to consider the meaning and import of prior decisions
and whether the referral is admissible, we limit our submission to a summary of our under-
standing of the relevant case law, followed by substantive responses to the questions set forth

in the Referral.

1.1. Overview of the Case Law

The Board’s Vicom decision established the core principles governing the patentability of
computer-implemented inventions under the EPC and it remains the foundation for EPO prac-
tice today (Case Law of the Boards of Appeal of the European Patent Office, 5™ edition 2006,
p-3). In T 208/84 — Vicom, the Board held that a computer program used to solve a technical
problem cannot be regarded as a computer program “as such.” In reaching this conclusion,

the Board explained that:

“... aclaim directed to a technical process which process is carried out under the
control of a program (whether by means of hardware or software), cannot be re-
garded as relating to a computer program as such, within the meaning of Article
52 (3) EPC, as it is the application of the program for determining the sequence of

steps in the process for which in effect protection is sought.” (emphasis added).

2 T208/84 — Vicom, section 12 of the reasons.




FORRESTER & BOEHMERT

-3—

Here, the Board distinguished between a purely abstract (excluded) algorithm or mathematical
method and a “technical process” that can constitute an invention in the sense of Article 52(1)

EPC:

“A basic difference between a mathematical method and a technical process can
be seen, however, in the fact that a mathematical method . . . provides a result also
in numerical form, the mathematical method or algorithm being only an abstract
concept prescribing how to operate on the numbers. No direct technical result is
produced by the method as such. In contrast thereto if a mathematical method is
used in a technical process that process is carried out on a physical entity (which
may be a material object but equally an image stored as an electric signal) by some
technical means implementing the method and provides as its result a certain

93

change in that entity.”” (emphasis added).

As reflected in this paragraph, T 208/84 — Vicom firmly established that claimed subject mat-
ter relating to computer programs was not to be considered a computer program “as such” if it
produced technical results or used technical means. To this day, these two considerations
(technical results or effects and technical means) constitute the foundational concepts for as-
sessing whether claimed subject matter has a “technical character” and is thus an “invention”

with the meaning of Article 52(1).

The other early leading case in this area, T 26/86 — Koch & Sterzel®, examined an X-ray appa-
ratus that was operated in part by means of a computer program. Here, the Board concluded
that the manner in which the algorithm (or routine) controlled the operation of the X-ray ap-
paratus resulted in a technical effect. Furthermore, the Board flatly rejected the contention
that the X-ray apparatus and program should be independently considered because the techni-
cal effects occurred only periodically (at the end of each computing operation). Responding
to this argument that the features of the claimed subject matter should be considered sepa-

rately or independently, the Board stated that:

37208/84 - Vicom, section 5 of the reasons.
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“When the technical effect occurs is irrelevant to the question of whether the sub-
ject-matter claimed constitutes an invention under Article 52(1) EPC. The only

fact of importance is that it occurs at all.”® (emphasis added).

Making a similar point, the Board also emphasized that the invention as a whole should be

considered in assessing technical character, stating that it was:

“unnecessary to weigh up the technical and non-technical features in a claim in
order to decide whether it relates to a computer program as such. If the invention
defined in the claim uses technical means, its patentability is not ruled out by Ar-
ticle 52(2)(c) and (3) . ...

These seminal early cases established the core principles that are still applied today in assess-
ing the patentability of computer-implemented inventions, namely that a technical process
carried out under the control of a program cannot be regarded as relating to a computer pro-
gram “as such” and that the invention as a whole (i.e., the combination of all features of the
invention) should be considered when assessing technical character. However, in building
upon this initial foundation, the case law continued to evolve as the Boards of Appeal have

sought to establish a workable approach to assessing “technical character.”

For example, in one line of cases, the Boards of Appeal applied the “contribution approach,”
according to which claimed subject matter comprising both technical and non-technical fea-
tures is deemed technical in character if it provides a technical contribution in a field not ex-
cluded from patentability.” Under this approach, a technical contribution was considered to

be present if a technical problem was solved,® which was determined in part by assessing

4T 26/86 — Koch & Sterzel, OJ 1988, 19.

> T26/86 —~ Koch & Sterzel, section 3.2 of the reasons.

6T 26/86 — Koch & Sterzel, section 3.4. of the reasons.

7 E.g, T 121/85; T 38/86, OJ 1990, 384; T 603/89, OJ 1992, 230.
8 See, e.g., T 38/86; T 769/92 — SOHEI, OJ 1995, 525.
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whether the implementation of the invention involved technical considerations. > The “con-
tribution approach” has been criticized in subsequent case law because — as applied in some
cases — it distinguished between novel features and those that were known from the prior art,"
an analysis more appropriate for determining novelty and inventive step.'! These later cases
correctly recognized that the absolute requirement of technical character should not be con-
flated with the relative requirements of novelty and inventive step. However, this refinement
in the application of Article 52 did not reject the assessment of technical character based on
whether the claimed invention constituted the solution to a technical problem, nor did it reject
the more general notion of a technical contribution.'? Rather, these cases correctly identified
the first as the criterion to be considered in applying Article 52(2) and (3), and the second as

more appropriately considered in the context of novelty and inventive step.

Similarly, T 1173/97 — Computer Program Product refined the “technical effects” analysis,
holding that the “normal” physical effects associated with the execution of instructions con-
tained in a computer program are not in themselves sufficient to establish technical charac-
ter."> However, technical character in this context can be established by demonstrating “fur-

ther effects” deriving from the execution (by the hardware) of computer program instructions:

“Where said further effects have a technical character or where they cause the software to
solve a technical problem, an invention which brings about such an effect may be considered

an invention, which can, in principle, be the subject-matter of a patent.”!*

Thus, a computer program is not excluded from patentability if it produces, or is capable of

producing, a technical effect that is something more than the normal effects that are a “com-

mon feature of all programs that have been made suitable for being run on a computer.”"’

°T769/92 — SOHE], section 3.3. of the reasons.

01117397 - Computer Program Product, OJ 1999, 609, section 8 of the reasons; T 931/95 — Pension Benefit
Systems Partnership, OJ 2001, 44,

M 1173/97 - Computer Program Product, section 8 of the reasons, T 258/03 — Hitachi, OJ 2004, 575, section
3.3. of the reasons, concurring.

"2 T 641/00 — Comvik, OJ 2003, 352, T 1177/97 — SYSTRAN.

BT 1173/97 - Computer Program Product, section 6.2 of the reasons.
Y T1173/97 - Computer Program Product, section 6.4 of the reasons.
B 1117397 - Computer Program Product, section 6.2 of the reasons.
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Other cases further emphasized technical means, a consideration that was first applied in the
context in T 208/84 — Vicom and which has been applied in the case law ever since. For ex-

ample, in T 931/95 — Pension Benefit Systems Partnership, the Board noted that:

“... a computer system suitably programmed for use in a particular field, even if
that is the field of business and economy, has the character of a concrete apparatus
in the sense of a physical entity, man-made for a utilitarian purpose and is thus an
invention within the meaning of Article 52(1) EPC. ... An apparatus constituting
a physical entity or concrete product suitable for performing or supporting an eco-

nomic activity is an invention within the meaning of Article 52(1) EPC.”'®

The decision T 258/03— Hitachi'’ concurred with T 931/95 — Pension Benefit Systems Part-
nership and concluded a method involving technical means is an invention within the mean-
ing of Article 52(1) EPC. The Hitachi case explained that those activities falling within the
exclusions “as such” are purely abstract concepts devoid of any technical implications. This
was again confirmed in T 424/03 — Microsoft in which the Board — following the reasoning of
T 1173/97 — Computer Program Product — again emphasized the distinction between a
method implemented in a computer system, i.e., a sequence of steps actually performed and
achieving an effect, and a computer program, i.e., a sequence of computer-executable instruc-
tions, merely having the potential of achieving such an effect.'® Regarding the claim to a
computer-readable medium having a program stored thereon, the Board applied the criterion

on further technical effect set up in T 1173/97 — Computer Program Product.

While some may argue that these approaches for assessing technical character (i.e., based on
contribution, further technical effect, and use of technical means) reflect a divergence in the
case law, these approaches are in substance based on the same criteria and generally produce
precisely the same outcome on the issue of ultimate patentability (i.e., whether or not a patent

relating to a particular invention will be granted).

18 T 931/95, Pension Benefit Systems Partnership section 5 of the reasons.
7 1258/03 - Hitachi, section 3.8. of the reasons.
'8 Cf. T 1173/97 — Computer Program Product, sections 9.4 and 9.5 of the reasons.
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1.2 Additional Discussion of Further Technical Effects and Contribution Approach

With respect to assessing a further technical effect, although the fundamental reasoning of the
T 1173/97 — Computer Program Product decision is sound, the decision did not establish a
clear criterion distinguishing the “common features of all programs” or “normal operation” of
a computer from the requisite “further effects.” This resulted in ambiguity regarding, infer
alia, precisely what types of effects were to be considered, whether the object of such effects
was relevant to the determination, and whether the technical effect of individual features
should be considered in isolation or whether the relevant effect was that of the invention as a

whole.

Notably, T 1173/97 — Computer Program Product limits its understanding of the “normal”
effects that cannot establish patentability to the very narrow set of physical effects that are
necessarily produced during a computer’s execution of instructions. This is reflected in the
decision’s description of these normal effects as those that “are a common feature of all those

9319 (em_

programs for computers which have been made suitable for being run on a computer
phasis added) and of “further technical effects” as those that go “beyond the ‘normal’ physical
interactions between the program (software) and the computer (hardware).”?® In this sense,
the concept of “further effects” merely distinguishes between those physical phenomena that
are the necessary incidents of computer-implementation of a method (e.g., the changes in the
electrical charge of memory cells occur when writing data to RAM memory, the changes in
magnetic polarity that result from storing the software code on a hard drive, ezc.) from the
intended results of implementing the method (e.g., achieving faster retrieval of data from
RAM memory or shorter seek times on a hard disk). In other words, the “normal” effects as
discussed in T 1173/97 — Computer Program Product comprise only the necessary physical
“byproducts” of computer implementation. Nevertheless, the decision did not establish a
clear standard for defining such “normal” effects or in defining a clear criterion distinguishing

them from “further effects.” Similar challenges arose in the application of the contribution

approach, as it was not clear in practice what art the subject matter was to be compared with

T 1173/97 — Computer Program Product, section 6.2 of the reasons.
T 1173/9 — Computer Program Product, section 13 of the reasons.





























































